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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

1. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claim 40 is rejected under 35 U.S.C. 112, first paragraph, because the specification, 
while being enabling for emulating programs with backward compatibility modes, does not 
reasonably provide enablement for general substitution of characters not available in the selected 
game. The specification does not enable any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make the invention commensurate in scope with these 
claims. 

Many programs have backward compatibility modes. Version 2 of the game may use 
characters from version 1 . But often there is no way to take a character from version 2 back to 
version 1. This is because the version 2 characters may be represented by different data 
structures or have code that is not recognized by the version 1 software. Applicant has failed to 
disclose a method of changing version 1 to recognize these new data structures or codes. To the 
extent that Applicant's invention is enabled, the claimed feature is inherent in the emulated 
software. Thus, any emulator that runs this software will have this backward compatibility 
feature. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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4. Claims 38 & 39 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. These claims contain the limitations "several minutes" and "several 
seconds" respectively. The term "several" in claims 38 & 39 is a relative term which renders the 
claim indefinite. The term "several" is not defined by the claim, the specification does not 
provide a standard for ascertaining the requisite degree, and one of ordinary skill in the art would 
not be reasonably apprised of the scope of the invention. It is impossible to determine how many 
minutes or seconds is intended by "several". Examiner interprets these limitations to mean, 
"some indeterminate period of time". 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 1-36 are rejected under 35 U.S.C. 102(b) as being anticipated by grok-mame and 
MAME. 

MAME is the Multiple Arcade Machine Emulator. It is a program that was 
introduced in January 1997, and to date emulates approximately 5,000 arcade games on 
various computer platforms and under various operating systems. MAME is a command 
line program - the user types in the game to be played along with options in order to run 
the program. This might look something like this: 

C:> MAME pacman -optionl -option2 
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This would run the pacman program on the host computer with the options 
specified. The MAME documentation clearly states that MAME emulates the arcade 
machine upon which pacman was originally played. MAME is described in references 
Vi-W 2 . 

Grok-mame (described in reference Ui) is a graphical user interface designed for 
use with the MAME program. It was last updated in January 1998. (See reference U 2 .) 
It cannot run without the MAME program - they are in essence a single software 
package. Therefore, it is appropriate to consider grok-mame and MAME to be a single 
reference. Throughout this rejection this combination will be referred to as grok-mame. 
Claims 37: Grok-mame teaches a game information storage medium (program) utilized 
for a first game machine having a first architecture (i.e., a pc), with at least one game 
program for a second game machine having a second architecture (i.e., the arcade 
machine) different from the first architecture of the first game machine. The game 
program has a game title (i.e., Omega Race, Pac Man, Space Panic, etc.). There is at 
least one emulator program, which emulates the second game machine in the first game 
machine to thereby, render the game program executable on the first game machine. The 
emulator program is associated to the game title of the game program. There is a game 
selection program for the first game machine and for displaying information indicative of 
a game title of the game program to be selected by a player (see grok-mame menu screen 
shot). The game information storage medium is utilized on the first game machine, the 
game selection program is executed to permit a player to select a game title, and, upon 
selection of the game title, the game program corresponding to the selected game title is 
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automatically executed using the emulator program as a result of the association between 
the game title and the emulator program. Clearly, a player may play the game as many 
times as he likes. Many games have a "Play again?" button. Thus the instructions are 
temporarily stored in memory of the first game machine for a predetermined period of 
time after a game-over condition results during execution of the game program using the 
emulator program. As pointed out, the player can play the game any number of times. 
This grok-mame has a replay program that enables the game instructions to be executes 
again at the option of the user within the period after the game-over condition. 
Claims 38 & 39: Since grok-mame could stay in memory indefinitely, the instructions 
can remain in memory for some indeterminate period of time. 

Claim 40: Grok-mame emulates a large number of programs. These include programs 
that display graphics data of a plurality of kinds of characters usable in a game and a 
character display/selection program which displays the respective characters prior to the 
execution of the game program so as to prompt a player to select a desired character out 
of the displayed characters; and a data replacement program which replaces the graphics 
data read-out by the emulator program with the graphics data of the character that has 
been selected by the player - i.e., the player may chose which character to play. Some of 
these programs may include a backward compatibility feature in which characters not 
available in the selected game (i.e., characters from earlier versions of the game) may be 
imported to the selected program. 

Claim 41: The each game program has a game title. There are at least two game 
programs - about 5,000 at last count. The game selection program includes a program 
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which displays game titles of the at least two game programs so as to cause the player to 
select any one of the game titles, and at a time that the execution of the game program is 
started-up, the game program having the selected game title is automatically executed 
using the emulator program as a result of the association between the emulator program 
and the selected game title. (See grok-mame screen shot.) 

Claim 42: The game selection program displays information indicative of the game titles 
of the game program for the first game machine and the game program for the second 
game machine so as to prompt a player to select any one of the game titles. (Screen shot) 
When a game title selected by the player is of the game program for the first game 
machine, the game program for the first game machine is directly executed, and when the 
game title selected by the player is of the game program for the second game machine, 
the game program for the second game machine is automatically executed using the 
emulation program as a result of the association of the emulator program and the selected 
game title. Note since all programs are run on the first game machine, all programs are 
"game programs for the first game machine" and are all directly executed. If Applicant 
intends to amend the claims to claim the concept of running games designed specifically 
for the first game machine and not designed for the second game machine without using 
the emulator, Applicant is referred to Mame32 (described in reference U3X which is made 
of record, but not relied upon for this rejection. 

Claim 43: The emulator program includes at least two emulator programs which 
emulate at least two kinds of the second game machines having architectures different 
from each other and each of said emulator programs are associated with respective game 
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titles, and the game selection program starts execution of a game program for the second 
game machine of the selected game title based on the emulator program corresponding to 
the selected game title of the game program for the second game machine. Grok-mame 
emulates approximately 5,000 different types of arcade machines. 
Claim 44: The emulator program includes at least two emulator programs which 
emulate the second game machine in at least two kinds of the first game machines having 
architectures different from each other and each of said emulator programs are associated 
with respective game titles, and the game selection program includes a program for 
starting execution of the game program for the second game machine based on the 
emulation program corresponding to the selected game title for a kind of the first game 
machine. Grok-mame runs on any system that can run the Unix or Linux operating 
systems. This includes computers from mainframes to personal computers. 
Claim 45: The second game machine has a lesser processing capability than the first 
game machine. Arcade machines process one game. General purpose computers can 
perform many functions. 

Claim 46: Grok-mame includes a preliminary program for outputting preliminary 
information indicative of an outline of a game according to the game program, wherein 
when a game title is provisionally selected, the game selection program executes the 
preliminary program associated with the provisionally-selected game title so as to output 
the preliminary information, and when the game title is formally selected, the game 
selection program starts execution of the game program of the formally-selected game 
title and execution of the emulator program which causes the game program to be 



Application/Control Number: 09/774,660 Page 8 

Art Unit: 3714 

executed in the first game machine. Highlighting a game title causes the "rating", "style" 
and "note" fields to appear. This is execution of a preliminary program for outputting 
preliminary information indicative of an outline of a game according to the game 
program. 

Response to Arguments 

7. Applicant's arguments are directed to the claims as amended and are addressed above. 

Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Corbett B. Coburn whose telephone number is (571) 272-4447. 
The examiner can normally be reached on 8-5:30, Monday-Friday, alternate Fridays off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Derris Banks can be reached on (571) 272-4419. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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